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DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC §112 

2. Claims 1-7 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the enablement requirement, with regard to the term "oxygen ratio", as set forth in 
the last office action and further discussed below. 

2.1 . Applicant argued that the term "oxygen ratio" is known in the art citing the 
Mangold patent (US 6,063,354) as an example. Note that the specification in Mangold 
defines oxygen ratio, which indicates that it is not as common as Applicant argued. In 
addition, oxygen ratio could mean a wide range of meanings because there is oxygen 
present in the gas flame, in the combustible silicon-source, in the resulting silica 
particles, etc. Without a clear definition of oxygen ratio, the instant specification fails to 
enable one skilled in the art to make and/or use the invention, especially when the 
oxygen ratio is described to affect the properties of the resulting silica particles. 

Claim Rejections - 35 USC § 102 

3. Claims 1-3 are rejected under 35 U.S.C. 102(b) as being anticipated by the 
Mangold patent (US 6,063,354). 

3.1. Claim 1: Mangold teaches silica particles of the claimed invention because the 
silica particles taught by Mangold possess the same BET surface area and made by 
from the same flame hydrolysis process under the same conditions as disclosed in the 
instant specification. The silica particles disclosed in the Mangold patent possess the 
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same BET surface area as the claimed silica (see Mangold, col. 1, lines 60-65 and 
compare to the BET reported in the instant specification at Table 2). Furthermore, 
Mangold teaches an oxygen ratio (of feeding oxygen to required oxygen) from 0.7 to 0.9 
which is equivalent to a reverse oxygen ratio (from required to feeding) of 1 .1 to 1 .4, 
which is the same oxygen ratio reported at Table 1 and Table 4 in the instant 
specification. More importantly, Mangold discloses a Fractal Dimension which is 
equivalent to the claimed 'fractal structure parameter' in milli-dimension (that is 

Fractal Dimension = 1000ai= 1000xFractal Structure parameter 
Take a look at Table 1 col. 7-8 of the Mangold patent: 

At BET specific surface area (SSA) of 85m 2 /g, the claimed formula (1) has the values: 

(0.0068S + 2.548) x 1000= 1970 (la) and (0.0068S + 3.748) x 1000 = 3170 (1b); 

The Fractal dimension is reported to be 2,607 and 2,584 which is larger than (1a) and 
smaller (1b) 

Similarly, at BET specific surface area (SSA) of 82, we have: 

(0.0068S + 2.548) x lOOPPiDDDia and (0.0068S + 3.748) x 1000 = 3136 (1b); and the 
reported Fractal Dimension is 2581 which is larger than 1a and smaller than 1b. 

Therefore, the fractal dimension satisfies the claimed formula (1) in milli-unit. 

3.2. Applicant argued that the silica particles taught by Mangold are prepared by a 
method different than the method disclosed in the present specification because the 
"oxygen is not fed together with the inflammable gas from the outer tube". Feeding 
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oxygen and hydrogen gases from an outer tube is described in the instant specification 
as an option (see instant specification, page 10, lines 3-6), not a requirement. The 
specification does not claim that such feature would affect the properties of the silica 
particles. Neither is such feature present in the claims. Here, the method taught by 
Mangold features both hydrogen and oxygen present as the flame hydrolysis gas, and 
thus it is necessarily inherent that the resulting silica particles possess the same 
properties as claimed, especially when all other properties, BET specific surface area, 
particle diameter and viscosity of the silica particles resulted from Mangold's method are 
within the same range as the silica particles according to the claimed invention. See 
Mangold, col. 1 , lines 61-66 and examples (note that Cps unit is the same as mPas unit) 

4. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by WO 
01/98211 publication ("WO'211") or US 7,083,770 (US'770) 

4.1 . Examiner's Note : The US Patent No. 7,083,770 is used as the translation copy 
of the WO'21 1 publication because it is a US equivalent of the WO'21 1 publication. All 
the citations herein are based on the US 7,083,770 patent (US'770). 
Claim 1: WO'21 1 and US'770 each teaches silica particles made by flame hydrolysis in 
hydrogen-oxygen gas that is similar to the method disclosed in the instant specification. 
See US 770, col.4, lines 50-59 and 67. The method involves the same silicon-source 
compounds as disclosed in the instant specification (US '770, col. 4, lines 63-66. The 
concentration of the silica in the flame is the same (US'770, col. 5, lines 32-37); this 
factor affects the fractal shape parameter of the resulting silica particles. Therefore, it is 
necessarily inherent that the resulting silica particles from the method taught in WO'21 1 
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or US 770 possess the same fractal structure parameters as claimed. In addition, the 
SSA and the particle size of silica particles are also within the same range as those 
disclosed in the instant specification. See US '770, Table 1. Therefore, it is necessarily 
inherent that the resulting silica particles from the method taught in WO'21 1 or US'770 
possess the same fractal structure parameters as claimed. 
Claims 2-3: See US'770, col. 7, lines 52-62. 
Claim 4: See US'770, col. 8, lines 41-52. 

Claim 5: See US'770, col. 1, lines 7-10; Example 2; and col. 13, lines 49-58. 

Claims 6-7: See US'770, col. 1, lines 10-16 and col. 8, lines 41-51; and examples 3-4. 

5. Other references, which teach method of making silica particles by flame 
hydrolysis in hydrogen-oxygen flame, are cited as art of interest. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to H. T. Le whose telephone number is 571-272-151 1 . 
The examiner can normally be reached on 10:00 a.m. to 6:30 p.m., Mondays to Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

H. (Holly) T. Le 
Primary Examiner 
Art Unit 1794 

October 27, 2007 



